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THE MAILING DATE OF THIS COMMUNICATION ~ MONTH(S) FR0M 

earned patent term adjustment. See 37 CFR 1 7M( b ) communicat.cn, even if timely filed, may reduce any 

Status 

1 )I3 Responsive to communication(s) filed on 16 August 2004 
2a)D This action is FINAL. 2b)H This action is non-final. 

3D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 10-26 and 89-103 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1M6and_89d03 is/are rejected. 

7) Q Claim(s). is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

I iiTI * eP ' aC ! ment dfaWin9 Sh6et(S) inC ' Uding C ° rreCti0n 13 reqUir6d if the draWin 9( S ) is ° b &^ ^ See 37 CFR 1 12 1(d). 

I I )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-1 52. 
Priority under 35 U.S.C. § 1 1 9 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S C S 1 19faWd) or (f) 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. U Certified copies of the priority documents have been received in Application No 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received 
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DETAILED ACTION 

This Office Action is in response to Applicants' amendments filed on August 16, 2004. 

Withdrawal of Rejections from Previous Office Action 

- The anticipation rejection over Markell et al is withdrawn in view of Applicants' 
incorporation of encoded extraction probes into the independent claims. Likewise, 
the obviousness rejection over Markell et al in view of Childs et al is also 
withdrawn. 

Claim Rejections - 36 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

was described in (l) an application for patent, published under section 122(b), by another filed 
m the United States before the invention by the applicant for patent or (2) a patent granted on an application 
for patent by another fded in the United States before the invention by ihe applicanffor patent, except thatl 
mternational application filed under the treaty denned in section $5 l(a) shall have the effects for purposes of 
his subsechon of an application filed in the United States only if the international application designated the 
United States and was published under Article 2 1(2) of such treaty in the English language. 

2. Claims 10-26 and 89-103 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent Publication 2003/0036096 to Ravkin et al. 

Ravkin et al teach a chemical library method for detection and quantification of target 
analytes. The method comprises contacting the sample having target molecules with a 
chemical library composition. The chemical library composition is disposed on a carrier as a 
detectable code combination. Each carrier has a code combination defined detectable indicia at 
a particular position on the carrier (H 29). The reference teaches that as many as M N (M>2 
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and N>2) number of different code combinations may be possible, as recited in claims 22-25 
and 99-102. The detectable indicia are equivalent to Applicants' extraction probes. The carrier 
may be a nanoparticle, such as a nanocrystal prepared with fluorescent probes 57). After the 
sample is contacted with the carrier having the detectable code combinations, the carriers are 
"scanned" for decoding and identifying the specific compound carried on the carrier. With 
respect to claim 1 1, Ravkin et al teach that the carriers may be segmented (1f 52). With respect 
to claims 12, 13 and 89, the reference teaches that the carriers have at least N>1 specified code 
positions and M>1 detectable indicia at each code position and a different chemical compound 
carried on each different coded carrier (fl 38). Thus, each indicium may be differentiated 
by its code position or is chemical composition. With respect to claims 14-16 and 91-93, 
Ravkin et al teach examining and scanning the carriers for the presence of bound analytes by 
light microscopy, wherein the target is detectable in its native form or by a fluorescent label (J 
47-48). Regarding claims 20-21, 97 and 98, Ravkin et al teach that the detectable indicia may . 
be oligonucleotides, peptides, nucleic acids or receptors (f 38). 

Therefore, for the reasons set forth above, Applicants' invention is deemed to be 
anticipated by Ravkin et al. 

Double Patenting- 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded m public policy (a policy reflected in the statute) so as to prevent the unjustified or 
unproper -timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In reLongz, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985)- In re Van Ornum 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 1 64 USPO^^CCPA 
1970);and, In re Thonngton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
CFR^b) 4 ^ SigDed ^ ^ m " St ful ^ COm P^ With ^ 7 

4. Claims 10 and 14-16 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 16-19 of copending 
Application No. 09/688,063. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instant method claims use different encoded 
extraction phases, whereas the claims of the '063 application recite combinatorially-derived 
encoded extraction phases. The claims are not patentably distinct because the instant claims 
(reciting "different" encoded extraction phases) are merely broader than the claims of the '063 
application (reciting "combinatorial^ derived" encoded extraction phases). Thus, the instant 
claims are anticipated by the claims of the '063 application. See In re Goodman , , F . 3d 1046> 
29 USPQ2d 2010 (Fed. Cir. 1993). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 
5. Applicant's arguments with respect to claims 10-26 and 89-103 have been considered 
but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaToya I. Cross whose telephone number is 571-272-1256. 
The examiner can normally be reached on Monday-Friday 8:30 a.m. - 5:00 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 571-272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Supen^ory Patent Examiner 
Technology Center 1700 



